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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(3). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply Will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the OfRce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 20 January 2006 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-3.6-8 and 10-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) ^ Claim{s) 1-3.6^8" and 10-18 is/are rejected. 
?)□ Claim(s) .y" is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E The drawing(s) filed on 14 October 2003 is/are: a)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1. D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



This Office Action is in response to the Amendment filed on January 20, 2006. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation ;of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-3, 6-7, and 13-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Baldwin, U.S. Patent No. 3,204,771. 

Regarding Claim 1, Baldwin discloses a fluid filter comprising: a housing (#10) including 
an end having a plate (#14) with a fluid aperture (#16), the end including an annular recess 
(#48) arranged outwardly of the fluid aperture; and a gasket (#46, 56, 66) seated in the annular 
recess, the gasket including a body and a flap (#461, 56e, 56f, 661) extending inwardly from the 
body and away from the annular recess, wherein the gasket includes an uncompressed state, 
the body including an upper surface opposite the recess defining a plane, the flap extending 
beyond the plane in the uncompressed state (Fig. 6B, 7B, 8B), and the gasket including a 
compressed state with less of the flap extending beyond the plane than in the uncompressed 
state (Fig. 6A, 7A, 8A). 

Regarding Claim 2, Baldwin discloses that the body has a generally quadrangular cross 
section (Fig, 3, 4, 5). 
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Regarding Claim 3, Baldwin discloses that the gasket includes a groove (#56d) opposite 
the annular recess adjacent to the flap and recessed into the body beneath the upper surface 
(Fig. 4). 

Regarding Claim 6, Baldwin discloses that the plate (#14) is a tapping plate including a 
central threaded hole (#16), the housing including a can (#10) and the end including a retainer 
(#20) secured to the can and having the annular recess, the tapping plate arranged interiorly 
and adjacent to the retainer. 

Regarding Claim 7, Baldwin discloses that the flap is proximate to the aperture (Fig. 1). 

Regarding Claim 13, Baldwin discloses a fluid filter gasket (#46, 56, 66) comprising: a 
generally annular body having opposing planes, the body extending axially between opposing 
planes to define a height, a circumferential surface adjoining the opposing surfaces; and a flap 
(#461, 56e, 56f, 661) extending inwardly from the body and away from one of the opposing 
planes and the circumferential surface to define a fiap length, the fiap having a width generally 
normal to the flap length, the width less than the height, the flap extending beyond the other of 
the opposing planes in an uncompressed state (Fig. 6B, 7B, 8B). 

Regarding Claim 14, Baldwin discloses that the body has a generally quadrangular cross 
section (Fig. 3, 4, 5). 

Regarding Claim 15, Baldwin discloses that the gasket includes a groove (#56d) 
opposite the other of the opposing planes adjacent to the flap and recessed into the body 
beneath one of the opposing planes (Fig. 4). 

3. Claims 1 , 3, and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Rao, 
U.S. Patent No. 6,019,229. 
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Regarding Claim 1, Rao discloses a fluid filter comprising: a housing (#21) including an 
end having a plate (#22) with a fluid aperture, the end including an annular recess (between 
#35a and #48) arranged outwardly of the fluid aperture; and a gasket (#26) seated in the 
annular recess, the gasket including a body and a flap (#60) extending inwardly from the body 
and away from the annular recess, wherein the gasket includes an uncompressed state, the 
body including an upper surface opposite the recess defining a plane, the flap extending beyond 
the plane in the uncompressed state (Col. 4, Lines 32-36), and the gasket including a 
compressed state with less of the flap extending beyond the plane than in the uncompressed 
state (Col. 4, Lines 35-43). 

Regarding Claim 3, Rao discloses that the gasket includes a groove (adjacent to #60) 
opposite the annular recess adjacent to the flap and recessed into the body beneath the upper 
surface (Fig. 3). 

Regarding Claim 6, Rao discloses that the plate is a tapping plate including a central 
threaded hole (#33), the housing including a can (#21) and the end including a retainer (#27) 
secured to the can and having the annular recess, the tapping plate arranged interiorly and 
adjacent to the retainer. 

Regarding Claim 7, Rao discloses that the flap is proximate to the aperture (Fig. 1). 

4. Claims 8, 10, 13-14, and 16-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Ayers, U.S. Patent No. 4,832,844. 

Regarding Claim 8, Ayers discloses a fluid filter system comprising: a mounting structure 
(#10) including a threaded stud (#16) and a sealing surface (#60) spaced outwardly from the 
stud; a housing having a can (#26) including an open end, a tapping plate arranged at the open 
end and including a fluid aperture (#36), and a retainer (#50) secured to the can with the tapping 
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plate located interiorly and adjacent to the retainer, the retainer including an annular recess 
(#52) arranged outwardly of the fluid aperture; and a gasket (#54) seated in the annular recess, 
the gasket including a body (#56) and a flap (#62) extending radially inwardly from the body and 
axially away from the recess, the gasket having a groove (#47) an^anged between the body and 
flap forming a cavity between the gasket and the sealing surface, the flap engaging the surface 
under a first force (Fig. 2), wherein the sealing surface includes a corner, the flap engaging the 
corner (Col. 4, Lines 1 9-26). 

Regarding Claim 10, Ayers discloses that the flap engages the sealing surface under a 
second force (Fig, 1) greater than the first force under fluid pressure (Col. 4, Lines 1-10). 

Regarding Claim 13, Ayers discloses a fluid filter gasket (#54) comprising: a generally 
annular body (#56) having opposing planes, the body extending axially between opposing 
planes to define a height, a circumferential surface adjoining the opposing surfaces; and a flap 
(#62) extending inwardly from the body and away from one of the opposing planes and the 
circumferential surface to define a flap length, the flap having a width generally normal to the 
flap length, the width less than the height, the flap extending beyond the other of the opposing 
planes in an uncompressed state (Fig. 3). 

Regarding Claim 14, Ayers discloses that the body (#56) has a generally quadrangular 
cross section. 

Regarding Claim 16, Ayers discloses that the flap extends beyond the corner (Fig. 2). 

Regarding Claim 17, Ayers discloses that the corner is provided at an intersection of the 
sealing surface (#60) and an aperture (#18) in the mounting structure extending axially from the 
sealing surface. 
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Regarding Claim 18, Ayers discloses that the retainer (#50) provides spaced apart 
axially extending walls generally parallel to one another that fomn the annular recess (#52), the 
body (#56) generally quadrangular in cross section and received in the annular recess. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rao. 
Regarding Claim 2, Rao does not disclose a quadrangular cross-section. The 

quadrangular shape has no mechanical function and cannot be relied upon to patentably 
distinguish the claimed invention from the prior art. In re Seid . 73 USPQ 431 (1947). The body 
cross-section of Rao is deemed to be a structure equivalent to the quadrangular cross-section 
of the invention. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ayers as 
applied to Claim 8 above, and further in view of Baldwin. 

Regarding Claim 1 1 , Ayers does not disclose that the mounting structure is an engine 
block. Baldwin teaches a fluid filter system comprising an engine block mounting structure (EB). 
It would have been obvious to one of ordinary skill in the art to modify Ayers with the element of 
Baldwin because it is a mounting structure common in the filter art. 
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8. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ayers as 
applied to Claim 8 above, and further in view of Shoaf et al., U.S. Patent No. 6,471 ,071 B1 . 

Regarding Claim 12, Ayers does not disclose that the mounting structure is an adapter. 
Shoaf teaches a fluid filter system comprising an oil filter adapter (#42). It would have been 
obvious to one of ordinary skill in the art to modify Ayers with the element of Shoaf because it is 
a mounting structure common in the filter art. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-3, 6-8, and 10-18 have been considered 
but are moot in view of the new ground(s) of rejection. 

Baldwin, Rao, and Ayers in view of Baldwin and Shoaf teach the invention as claimed. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Yoon-Young Kim whose telephone number is (571) 272-2240. The 
examiner can normally be reached on 8:30-4:30, Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on (571) 272-1 1 51 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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